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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name The Board of Regents of The University of Texas System

Granted to Date
of previous ex-
tension

04/27/2016

Address 201 West 7th Street
Austin, TX 78701
UNITED STATES

Attorney informa-
tion

Alexandra H. Bistline
Pirkey Barber PLLC
600 Congress Avenue, Suite 2120
Austin, TX 78701
UNITED STATES
abistline@pirkeybarber.com, jmatthysse@pirkeybarber.com,
bbarber@pirkeybarber.com, eolson@pirkeybarber.com, tmcent-
ral@pirkeybarber.com Phone:5123225200

Applicant Information

Application No 79167162 Publication date 12/29/2015

Opposition Filing
Date

04/27/2016 Opposition Peri-
od Ends

04/27/2016

International Re-
gistration No.

1251826 International Re-
gistration Date

08/21/2014

Applicant FAST RETAILING CO., LTD.
717-1, Sayama, Yamaguchi City

JAPAN

Goods/Services Affected by Opposition

Class 025. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Clothing, namely, jackets, down jackets,
wind resistant jackets, coats, overcoats, jumpers, rainwear, sweaters, pullovers, knitwear, namely,
knit bottoms, knitdresses, knit jackets, knit skirts, andknit tops, cardigans, vests, waistcoats, shirts,
polo shirts, layettes as clothing, waterproof clothing, namely, waterproof footwear, waterproof jackets,
and waterproof pants, wedding dresses, trousers, stretch pants, jogging pants, sweatshirts, sweat
pants, suits, skirts, dresses, leggings, beach clothes, namely, beach cover-ups and beach footwear,
swimwear, bathing suits, night gowns, dressing gowns, negligees, sleepwear, Japanese sleeping
robes (nemaki), pajamas, bathrobes, underwear, undershirts, corsets as underclothing, clothing com-
binations, namely, tops and shorts, chemises, drawers and underpants, slips, panties, shorts and
briefs, trunks, brassieres, petticoats, hosiery, camisoles, tee-shirts, tank tops, frocks, jerseys as cloth-
ing, Japanese traditional clothing, namely, Kimonos, Japanese style clogs and sandals, jeans, gloves
as clothing, mittens as clothing, scarfs, ties as clothing, neckties, shawls, bandanas, girdles as found-
ation garments, mufflers as clothing, ear muffs as clothing; headgear, namely, hats and caps; socks;

http://estta.uspto.gov


stockings; garters; sock suspenders; suspenders; waistbands; belts for clothing; chasubles; sashes
for wear; wimples; maniples; shower caps; sleep masks; footwear, namely, shoes, boots,sandals,
and slippers; fittings of metal being structural parts of footwear; Japanese style wooden clogs (geta);
Japanese style sandals (zori); sports shoes; boots for sports; masquerade costumes; clothes for
sports, namely, sport coats, sport stockings, sports bras, sports jackets, sports jerseys, sports uni-
forms, sports pants, sports shirts, and sport tee-shirts; football boots; wristbands as clothing; tights;
parkas

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

False suggestion of a connection with persons,
living or dead, institutions, beliefs, or national
symbols, or brings them into contempt, or disrep-
ute

Trademark Act Section 2(a)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

1230439 Application Date 08/03/1981

Registration Date 03/08/1983 Foreign Priority
Date

NONE

Word Mark UT

Design Mark

Description of
Mark

The mark consists of the fanciful representation of the letters UT.

Goods/Services Class 041. First use: First Use: 1906/00/00 First Use In Commerce: 1906/00/00

Entertainment Services-Namely, Conducting and Sponsoring College Athletic
Competitions and Activities, Musical Concertsand Entertainment

U.S. Registration
No.

1502270 Application Date 05/19/1986

Registration Date 08/30/1988 Foreign Priority NONE



Date

Word Mark UT

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1981/00/00 First Use In Commerce: 1981/00/00

SHIRTS, CLOTH BABY BIBS, BABY PANTIES AND DRESSES, BABY
BOOTIES, AND WRIST BANDS

U.S. Registration
No.

1339615 Application Date 10/09/1984

Registration Date 06/04/1985 Foreign Priority
Date

NONE

Word Mark UT

Design Mark

Description of
Mark

THE MARK CONSISTS OF THE STYLIZED LETTERS "UT".

Goods/Services Class 041. First use: First Use: 1984/05/00 First Use In Commerce: 1984/05/00

Educational Services-Namely, Providing College and Graduate Level Courses of



Instruction and Seminars, and Educational Opportunities to Participate in Re-
searchPrograms

U.S. Registration
No.

1502194 Application Date 05/19/1986

Registration Date 08/30/1988 Foreign Priority
Date

NONE

Word Mark UT

Design Mark

Description of
Mark

NONE

Goods/Services Class 018. First use: First Use: 1983/03/00 First Use In Commerce: 1983/03/00

LUGGAGE, GARMENT BAGS FOR TRAVEL, TRAVEL CASES FOR SHOES
AND BOOTS, DUFFEL BAGSAND OVERNIGHT BAGS

U.S. Registration
No.

1508604 Application Date 01/19/1988

Registration Date 10/11/1988 Foreign Priority
Date

NONE

Word Mark U.T. SOUTHWESTERN MEDICAL CENTER

Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 1987/11/00 First Use In Commerce: 1987/11/00

EDUCATIONAL SERVICES IN THE NATURE OF COURSES AND SEMINARS
AT THE UNIVERSITY LEVEL

U.S. Registration
No.

2549679 Application Date 01/11/2001

Registration Date 03/19/2002 Foreign Priority
Date

NONE

Word Mark UTPA



Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1989/10/31 First Use In Commerce: 1989/10/31

College imprinted goods, namely, caps, jackets, shirts, warm-up suits, belts, and
shoes

U.S. Registration
No.

1452289 Application Date 12/29/1986

Registration Date 08/11/1987 Foreign Priority
Date

NONE

Word Mark UTEP

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1984/06/00 First Use In Commerce: 1984/06/00

CLOTHING, NAMELY - SHIRTS, HATS, BABY SHIRTS AND BABY PANTS

U.S. Registration
No.

4602083 Application Date 11/05/2012

Registration Date 09/09/2014 Foreign Priority
Date

NONE

Word Mark UTB

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 2013/03/00 First Use In Commerce: 2013/03/00

Clothing, namely, jerseys for sports, athletic uniforms, shirts, t-shirts, poloshirts,
sweaters, sweatshirts, sweatpants, hooded sweatshirts, caps, hats and visors

U.S. Registration
No.

4116084 Application Date 01/20/2011

Registration Date 03/20/2012 Foreign Priority NONE



Date

Word Mark UTMB

Design Mark

Description of
Mark

NONE

Goods/Services Class 010. First use: First Use: 2010/09/23 First Use In Commerce: 2010/09/23

Medical treatment apparel; Medical wearing apparel, namely, caps; Medical
wearing apparel, namely, scrub pants; Medicalwearing apparel, namely, scrub
tops

Class 021. First use: First Use: 2010/09/23 First Use In Commerce: 2010/09/23

Cups and mugs

Class 025. First use: First Use: 2010/09/23 First Use In Commerce: 2010/09/23

Apparel, namely, shirts, pants, jackets, coats, hats, caps, and uniforms

Class 041. First use: First Use: 2010/09/23 First Use In Commerce: 2010/09/23

Educating at university or colleges; Medical training and teaching; Providing
courses of instruction at the graduate and post-graduate level; Providing educa-
tional information in the academic field of science for the purpose of academic
study; Teaching, training, tutoring and courses of instruction at the undergradu-
ate, graduate and post-graduate level

Class 042. First use: First Use: 2010/09/23 First Use In Commerce: 2010/09/23

Medical and scientific research, namely, conducting clinical trials; Medical re-
search; Scientific study and research inthe fields of medicine, the preven-
tion,treatment and management of illness, health care delivery and the scientific
aspects of health care policy, health carecost management and financing as
these fields impact on quality of health care

Class 044. First use: First Use: 2010/09/23 First Use In Commerce: 2010/09/23

Consulting services in the fields of health and nutrition; Consulting services to
health care providers in the field oftreating life-changing or life-threatening dis-
eases; Healthcare; Medical services; Mental health services

U.S. Registration
No.

3728972 Application Date 09/07/2007

Registration Date 12/22/2009 Foreign Priority
Date

NONE

Word Mark UT HEALTH SCIENCE CENTER SAN ANTONIO

Design Mark

Description of NONE



Mark

Goods/Services Class 016. First use: First Use: 2008/05/08 First Use In Commerce: 2008/05/08

Printed instructional, educational, andteaching materials in the field of health sci-
ences

Class 025. First use: First Use: 2009/01/00 First Use In Commerce: 2009/01/00

Clothing, namely, hats, shirts, T-shirts, and sweat shirts

Class 041. First use: First Use: 2008/05/08 First Use In Commerce: 2008/05/08

Educational services, namely, providingcourses of instruction at the undergradu-
ate, graduate, post-graduate, professional, and continuing education levels and-
distribution of course material in connection therewith, conducting classes, sem-
inars, conferences, and workshops in the field of health sciences and distribution
of course material in connection therewith, and developing, arranging, and con-
ducting educational conferences and programs and providing courses of instruc-
tion in the field of health sciences; educational services in the nature of medical
schools; medical training and teaching; providing continuing medical, dental,and
nursing education courses

Class 044. First use: First Use: 2008/05/08 First Use In Commerce: 2008/05/08

Medical services; providing medical information, consultancy and advisory ser-
vices; health care services, namely, disease management programs

U.S. Registration
No.

4335172 Application Date 03/16/2010

Registration Date 05/14/2013 Foreign Priority
Date

NONE

Word Mark UTHEALTH

Design Mark

Description of
Mark

The mark consists of the stylized wording "UTHEALTH" appearing below the
designof a thatched cross.

Goods/Services Class 010. First use: First Use: 2010/07/31 First Use In Commerce: 2010/07/31

Medical treatment apparel; Medical wearing apparel, namely, caps; Medical
wearing apparel, namely, scrub pants; Medicalwearing apparel, namely, scrub
tops

Class 021. First use: First Use: 2010/06/30 First Use In Commerce: 2010/06/30

Cups and mugs

Class 025. First use: First Use: 2010/09/30 First Use In Commerce: 2010/09/30

Athletic apparel, namely, shirts, pants, jackets, footwear, hats and caps, athletic
uniforms; Gift packages sold as a unit consisting primarily of a sweatshirtand
also including a photo frame, a coffee mug, and a tote bag

Class 041. First use: First Use: 2010/08/31 First Use In Commerce: 2010/08/31

Educating at university or colleges; Medical training and teaching; Providing
courses of instruction at the graduate and post-graduate level; Providing educa-
tional information in the academic field of science for the purpose of academic
study; Teaching, training, tutoring and courses of instruction at the undergradu-
ate, graduate and post-graduate level



Class 042. First use: First Use: 2010/11/30 First Use In Commerce: 2010/11/30

Medical and scientific research, namely, conducting clinical trials; Medical re-
search; Scientific study and research inthe fields of medicine, the preven-
tion,treatment and management of illness, health care delivery and the scientific
aspects of health care policy, health carecost management and financing as
these fields impact on quality of health care

Class 044. First use: First Use: 2010/10/31 First Use In Commerce: 2010/10/31

Consulting services in the fields of health and nutrition; Consulting services to
health care providers in the field oftreating life-changing or life-threatening dis-
eases; Healthcare; Medical services; Mental health services

U.S. Registration
No.

1243189 Application Date 07/30/1981

Registration Date 06/21/1983 Foreign Priority
Date

NONE

Word Mark UTD

Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 1971/10/20 First Use In Commerce: 1971/10/20

Educational Services-Namely, Providing College and Graduate Level Courses of
Instruction, Continuing Education Courses and Seminars, and Opportunities for
Students to Participate in Research Programs; and Entertainment Services-
Namely, Musical Concerts and Entertainment, and Performances of Dramatic
Works

U.S. Registration
No.

3138798 Application Date 09/19/2005

Registration Date 09/05/2006 Foreign Priority
Date

NONE

Word Mark UTSA

Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 1991/12/31 First Use In Commerce: 1991/12/31

Educational services, namely providing college and graduate level courses of in-
struction, continuing education courses and seminars and opportunities for stu-
dents to participate in research programs,and entertainment services, namely
providing college athletic and sporting events and performances of dramatic
work



U.S. Registration
No.

4691218 Application Date 05/06/2014

Registration Date 02/24/2015 Foreign Priority
Date

NONE

Word Mark UT TEEN HEALTH

Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 2012/02/10 First Use In Commerce: 2012/02/10

Education services, namely, conducting informal online programs in the fields of
teen health and sex education and printable materials distributed therewith

U.S. Registration
No.

3079049 Application Date 01/03/2005

Registration Date 04/11/2006 Foreign Priority
Date

NONE

Word Mark UT TYLER

Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 1980/08/00 First Use In Commerce: 1980/08/00

Educational services, namely providing college and graduate level courses of in-
struction, continuing education courses and seminars and opportunities for stu-
dents to participate in research programs,and entertainment services, namely
providing college athletic and sporting events and performances of dramatic
works



U.S. Application/ Registra-
tion No.

NONE Application Date NONE

Registration Date NONE

Word Mark UT

Goods/Services Clothing
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /s/Alexandra H. Bistline

Name Alexandra H. Bistline

Date 04/27/2016



 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

 BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In Re Serial No. 79/167,162 § 

Filed:  August 21, 2014 § 

Mark:  UT ME ! & Design  § 

Published:  December 29, 2015 §   

 § 

The Board of Regents of § 

The University of Texas System, § 

 § Opposition No.    

  Opposer, §  

 § 

v. § 

 §  

Fast Retailing Co., Ltd.,  § 

   § 

  Applicant. §  

 

NOTICE OF OPPOSITION 

The Board of Regents of the University of Texas System (“Opposer”), a state agency with 

a principal place of business at 201 West 7th Street, Austin, Texas 78701, believes that it will be 

damaged by registration of the mark shown in U.S. Serial No. 79/167,162 in Class 25, and hereby 

opposes same under the provisions of 15 U.S.C. § 1063.  As grounds for opposition, Opposer 

asserts the following: 

1. Opposer is a Texas state agency established for the purpose of governing The 

University of Texas System (the “UT System”), a system of highly regarded institutions of higher 

education (the “Universities”), including The University of Texas at Austin (“UT Austin”).  The 

powers and duties of Opposer are set forth generally at Chapter 65 of the Texas Education Code.  

Specific authority to manage and control UT Austin is conferred upon Opposer by Chapter 67.02 

of the Texas Education Code. 
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2. The flagship academic institution within the UT System is The University of 

Texas at Austin.  Founded in 1883, UT Austin is world-renowned for providing outstanding 

educational services at the college and graduate levels.  The University provides educational 

programs in a broad spectrum of disciplines, such as design, textiles and apparel, marketing, 

journalism, literature, education, fine arts, liberal arts, and law.  In addition to providing high-

quality educational services, UT provides entertainment services, such as college athletics events, 

and related products and services. 

3. Through their athletics departments and recreational sports divisions, the 

Universities compete in many sports and activities, including football, basketball, baseball, golf, 

rowing, soccer, softball, swimming and diving, tennis, track and field, and volleyball.  UT 

Austin’s teams have been highly successful over the years, winning numerous national and 

conference championships and other events. 

4. Annually, the UT Austin’s college athletics events are attended by hundreds of 

thousands of fans, and are exhibited through radio, television, and Internet broadcast to millions 

of viewers.   

5. The other UT System Universities also compete in a myriad of college athletic 

events and claim nationally recognized programs in various fields.   

6. UT Austin and the other UT System Universities operate extensive trademark 

licensing programs, through which they license their trademarks under controlled conditions for 

use in connection with a wide range of products sold to the public.  UT Austin’s licensed 

products are extremely popular, and its licensing program has grown to be one of the most 

successful collegiate licensing programs in the world.  UT Austin’s school colors are orange and 

white, and many of its licensed products feature this color scheme.  
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7. In connection with these goods and services, and to promote the services and 

programs through the sale of licensed products, Opposer has adopted and long and continuously 

used certain trademarks and service marks, including but not limited to the marks UT, UTSA, 

UTMB, UTEP, UTPA, UTB, and other marks incorporating the mark UT (the “UT Marks”).  

The UT Marks have long been a feature of the Universities’ athletic teams and a symbol of UT 

Austin in general, as well as the UT System and its components.  

8. Opposer, the media, and the public often use the acronym UT as a name to refer to 

UT Austin, the UT System, and the various components within the UT System.  As a result of 

such use, Opposer has also developed trade name rights in the name UT.  

9. Opposer’s UT Marks constitute a family of marks.  Many of Opposer’s UT Marks 

are used and promoted together, and are used on or in connection with related or complementary 

goods and services.  When used with such goods and services, relevant consumers recognize and 

rely upon Opposer’s UT Marks as an indicator of origin.  

10. Opposer’s UT Marks are inherently distinctive, serving to identify and indicate the 

source of Opposer’s goods and services to the consuming public, and to distinguish Opposer’s 

goods and services from those of others. 

11. Additionally, as a result of Opposer’s use and promotion of its UT Marks, the 

marks have become distinctive and are recognized by consumers.  Opposer has invested 

significant effort and resources in advertising and promoting its UT Marks and the goods and 

services sold under those marks, with the result that the purchasing public has come to know, rely 

on, and recognize the goods and services of Opposer by those marks.  Opposer has established 

valuable goodwill in its UT Marks.  

12. Opposer’s UT Marks are famous within the meaning of 15 U.S.C. § 1125(c). 



 

4 

13. In addition to its extensive common law rights, Opposer owns numerous federal 

trademark registrations covering the UT Marks, including but not limited to the following: 

Mark Registration 

No. 

Registration 

Date 

First 

Use 

Date 

Goods & Services 

 

1,230,439 Mar. 8, 1983 1906 Entertainment services – namely 

conducting and sponsoring athletic 

competitions and activities, musical 

concerts and entertainment (Class 

41) 

 

1,502,270 Aug. 30, 

1988 

1981 Shirts, cloth baby bibs, baby panties 

and dresses, baby booties, and wrist 

bands (Class 25) 

 

1,339,615 June 4, 1985 1984 Educational services – namely, 

providing college and graduate level 

courses of instruction and seminars, 

and educational opportunities to 

participate in research programs 

(Class 41) 

 

1,502,194 Aug. 30, 

1988 

1983 Luggage, garment bags for travel, 

travel cases for shoes and boots, 

duffel bags and overnight bags 

(Class 18) 

U.T. 

SOUTHWESTERN 

MEDICAL 

CENTER 

1,508,604 Oct. 11, 1988 1987 Educational services in the nature of 

courses and seminars at the 

university level (Class 41) 

UTPA 2,549,679 Mar. 19, 

2002 

1989 College imprinted goods, namely, 

caps, jackets, shirts, warm-up suits, 

belts, and shoes (Class 25) 

UTEP 1,452,289 Aug. 11, 

1987 

1984 Clothing, namely – shirts, hats, baby 

shirts and baby pants (Class 25) 

UTB 4,602,083 Sep. 9, 2014 2013 Clothing, namely, jerseys for sports, 

athletic uniforms, shirts, t-shirts, 

polo shirts, sweaters, sweatshirts, 

sweatpants, hooded sweatshirts, 

caps, hats and visors (Class 25). 



 

5 

Mark Registration 

No. 

Registration 

Date 

First 

Use 

Date 

Goods & Services 

UTMB 4,116,084 Mar. 20, 

2012 

2010 Medical treatment apparel; Medical 

wearing apparel, namely, caps; 

Medical wearing apparel, namely, 

scrub pants; Medical wearing 

apparel, namely, scrub tops. (Class 

10) 

 

Cups and mugs. (Class 21) 

 

Apparel, namely, shirts, pants, 

jackets, coats, hats, caps, and 

uniforms.  (Class 25) 

 

Educating at university or colleges; 

Medical training and teaching; 

Providing courses of instruction at 

the graduate and post-graduate 

level; Providing educational 

information in the academic field of 

science for the purpose of academic 

study; Teaching, training, tutoring 

and courses of instruction at the 

undergraduate, graduate and post-

graduate level. (Class 41) 

 

Medical and scientific research, 

namely, conducting clinical trials; 

Medical research; Scientific study 

and research in the fields of 

medicine, the prevention, treatment 

and management of illness, health 

care delivery and the scientific 

aspects of health care policy, health 

care cost management and financing 

as these fields impact on quality of 

health care. (Class 42) 
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Mark Registration 

No. 

Registration 

Date 

First 

Use 

Date 

Goods & Services 

Consulting services in the fields of 

health and nutrition; Consulting 

services to health care providers in 

the field of treating life-changing or 

life-threatening diseases; 

Healthcare; Medical services; 

Mental health services (Class 44) 

UT HEALTH 

SCIENCE 

CENTER SAN 

ANTONIO & 

Design 

3,728,972 Dec. 22, 2009 2008 Printed instructional, educational, 

and teaching materials in the field 

of health sciences (Class 16) 

 

Clothing, namely, hats, shirts, T-

shirts, and sweat shirts. (Class 25) 

 

Educational services, namely, 

providing courses of instruction at 

the undergraduate, graduate, post-

graduate, professional, and 

continuing education levels and 

distribution of course material in 

connection therewith, conducting 

classes, seminars, conferences, and 

workshops in the field of health 

sciences and distribution of course 

material in connection therewith, 

and developing, arranging, and 

conducting educational conferences 

and programs and providing courses 

of instruction in the field of health 

sciences; educational services in the 

nature of medical schools; medical 

training and teaching; providing 

continuing medical, dental, and 

nursing education courses. (Class 

41) 

 

Medical services; providing medical 

information, consultancy and 
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Mark Registration 

No. 

Registration 

Date 

First 

Use 

Date 

Goods & Services 

advisory services; health care 

services, namely, disease 

management programs (Class 44) 

 4,335,172 May 14, 2013 2010 Medical treatment apparel; Medical 

wearing apparel, namely, caps; 

Medical wearing apparel, namely, 

scrub pants; Medical wearing 

apparel, namely, scrub tops (Class 

10) 

 

Cups and mugs (Class 21) 

 

Athletic apparel, namely, shirts, 

pants, jackets, footwear, hats and 

caps, athletic uniforms; Gift 

packages sold as a unit consisting 

primarily of a sweatshirt and also 

including a photo frame, a coffee 

mug, and a tote bag (Class 25) 

 

Educating at university or colleges; 

Medical training and teaching; 

Providing courses of instruction at 

the graduate and post-graduate 

level; Providing educational 

information in the academic field of 

science for the purpose of academic 

study; Teaching, training, tutoring 

and courses of instruction at the 

undergraduate, graduate and post-

graduate level (Class 41) 

 

Medical and scientific research, 

namely, conducting clinical trials; 

Medical research; Scientific study 

and research in the fields of 

medicine, the prevention, treatment 
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Mark Registration 

No. 

Registration 

Date 

First 

Use 

Date 

Goods & Services 

and management of illness, health 

care delivery and the scientific 

aspects of health care policy, health 

care cost management and financing 

as these fields impact on quality of 

health care (Class 42) 

 

Consulting services in the fields of 

health and nutrition; Consulting 

services to health care providers in 

the field of treating life-changing or 

life-threatening diseases; 

Healthcare; Medical services; 

Mental health services (Class 44) 

 1,243,189 Jun. 21, 1983 1971 Educational Services-Namely, 

Providing College and Graduate 

Level Courses of Instruction, 

Continuing Education Courses and 

Seminars, and Opportunities for 

Students to Participate in Research 

Programs; and Entertainment 

Services-Namely, Musical Concerts 

and Entertainment, and 

Performances of Dramatic Works 

(Class 41) 

 3,138,798 Sep. 5, 2006 1991 Educational services, namely 

providing college and graduate level 

courses of instruction, continuing 

education courses and seminars and 

opportunities for students to 

participate in research programs, 

and entertainment services, namely 

providing college athletic and 

sporting events and performances of 

dramatic work (Class 41) 
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Mark Registration 

No. 

Registration 

Date 

First 

Use 

Date 

Goods & Services 

UT TEEN 

HEALTH 

4,691,218 Feb. 24, 2015 2012 Education services, namely, 

conducting informal online 

programs in the fields of teen health 

and sex education and printable 

materials distributed therewith 

(Class 41) 

 3,079,049 Apr. 4, 2006 1980 Educational services, namely 

providing college and graduate level 

courses of instruction, continuing 

education courses and seminars and 

opportunities for students to 

participate in research programs, 

and entertainment services, namely 

providing college athletic and 

sporting events and performances of 

dramatic works (Class 41) 

 

Each registration listed in the chart above is valid and subsisting and the vast majority are 

incontestable pursuant to 15 U.S.C. § 1065. 

14.  Fast Retailing Co., Ltd. (the “Applicant”) is a Japanese corporation with a 

principal place of business at 717-1, Sayama, Yamaguchi City, Yamaguchi 754-0894, Japan.  

Applicant requested an extension of protection of International Registration No. 1251826 

pursuant to 15 U.S.C. § 1141f on August 21, 2014 for the mark UT ME ! & Design (shown 

below).  
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The United States Patent and Trademark Office assigned the application U.S. Serial No. 

79/167,162 (the “Application”).   The application covers goods and services in Classes 35 and 

40, as well as the following goods in Class 25: 

 Clothing, namely, jackets, down jackets, wind resistant jackets, coats, overcoats, 

jumpers, rainwear, sweaters, pullovers, knitwear, namely, knit bottoms, knit dresses, 

knit jackets, knit skirts, and knit tops, cardigans, vests, waistcoats, shirts, polo shirts, 

layettes as clothing, waterproof clothing, namely, waterproof footwear, waterproof 

jackets, and waterproof pants, wedding dresses, trousers, stretch pants, jogging 

pants, sweatshirts, sweat pants, suits, skirts, dresses, leggings, beach clothes, 

namely, beach cover-ups and beach footwear, swimwear, bathing suits, night gowns, 

dressing gowns, negligees, sleepwear, Japanese sleeping robes (nemaki), pajamas, 

bathrobes, underwear, undershirts, corsets as underclothing, clothing combinations, 

namely, tops and shorts, chemises, drawers and underpants, slips, panties, shorts and 

briefs, trunks, brassieres, petticoats, hosiery, camisoles, tee-shirts, tank tops, frocks, 

jerseys as clothing, Japanese traditional clothing, namely, Kimonos, Japanese style 

clogs and sandals, jeans, gloves as clothing, mittens as clothing, scarfs, ties as 

clothing, neckties, shawls, bandanas, girdles as foundation garments, mufflers as 

clothing, ear muffs as clothing; headgear, namely, hats and caps; socks; stockings; 

garters; sock suspenders; suspenders; waistbands; belts for clothing; chasubles; 

sashes for wear; wimples; maniples; shower caps; sleep masks; footwear, namely, 

shoes, boots, sandals, and slippers; fittings of metal being structural parts of 

footwear; Japanese style wooden clogs (geta); Japanese style sandals (zori); sports 

shoes; boots for sports; masquerade costumes; clothes for sports, namely, sport 

coats, sport stockings, sports bras, sports jackets, sports jerseys, sports uniforms, 

sports pants, sports shirts, and sport tee-shirts; football boots; wristbands as 

clothing; tights; parkas.   

 

15. Opposer is opposing Applicant’s mark UT ME ! & Design in Class 25 only.   

16. Opposer has priority based on its prior use and registration of its UT Marks in the 

United States. 

17. Opposer’s UT Marks became famous long prior to the filing date of the 

Application. 

18. Applicant’s Class 25 goods are identical, nearly identical, or highly related to the 

goods and services for which Opposer has long used and registered its UT Marks. 
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19. Upon information and belief, Applicant’s Class 25 goods travel in the same or 

similar channels of trade as Opposer’s products and services, and will be purchased by the same 

or similar types of consumers who purchase or use Opposer’s goods and services. 

20. Opposer has not given Applicant permission or approval to use or register the mark 

UT ME ! & Design in Class 25.  

21. Applicant’s mark UT ME ! & Design entirely subsumes the Opposer’s UT mark, 

and will be seen as uniquely and unmistakably identifying the UT System.   

22. The fame of the UT System and its UT Marks is such that, should the mark UT ME 

!  & Design be used in connection with Applicant’s Class 25 goods, a connection with Opposer 

would be presumed.  Thus, registration of the mark UT ME ! & Design in Class 25 should be 

refused under 15 U.S.C. § 1052(a). 

23. Applicant’s mark UT ME ! & Design so resembles Opposer’s UT Marks as to be 

likely, when used in connection with the Class 25 goods identified in the Application, to cause 

confusion, or to cause mistake, or to deceive.  Registration of Applicant’s mark UT ME ! & Design 

in Class 25 therefore should also be refused under 15 U.S.C. § 1052(d).  

24. Applicant’s mark UT ME ! & Design is likely to cause dilution by blurring of 

Opposer’s famous UT Marks.  Thus, registration of Applicant’s mark UT ME ! & Design in Class 

25 should also be refused under 15 U.S.C. § 1125(c).  

25. Registration of Applicant’s mark UT ME ! & Design on the Principal Register in 

Class 25 would damage Opposer because it would confer upon Applicant statutory presumptions to 

which Applicant is not entitled in view of Opposer’s longstanding prior use and registration of its 

UT Marks. 
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 WHEREFORE, Opposer prays that U.S. Serial No. 79/167,162 be rejected in Class 25, and 

that registration of the mark therein be refused in Class 25. 

 This Notice of Opposition is being filed electronically, along with the filing fee required by 

37 C.F.R. § 2.6(a)(17).  The Commissioner is authorized to draw on the Deposit Account of Pirkey 

Barber PLLC, Account No.  50-3924/UTEX:161/AHB, if there is any problem with the processing 

of the electronically submitted fee. 

 

       Respectfully submitted, 

 

        /s/ Alexandra H. Bistline   

       William G. Barber 

       Jered E. Matthysse 

       Alexandra H. Bistline 

       PIRKEY BARBER PLLC 

       600 Congress Avenue, Suite 2120 

       Austin, Texas  78701 

       (512) 322-5200 

 

       ATTORNEYS FOR OPPOSER 
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CERTIFICATE OF SERVICE 

 

This is to certify that a copy of the foregoing NOTICE OF OPPOSITION was served on 

Applicant’s counsel of record via first-class mail, postage prepaid, on April 27, 2016 at the 

following address: 

 

Timothy J. Lyden 

Hogan Lovells US LLP 

7930 Jones Branch Drive, 9th, Floor 

Attn: Box Intellectual Property 

Mclean, VA 22102 

 

         / Alexandra H. Bistline 


